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IN TI UN STATE DISTRCT COURT
FOR TI SOUT DISTRCT OF NE YORK

MATT BENER & CO. , INC.
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MEORAUM OF UN STATE OF AMCA AS AMCUS CUR 
SUPPORT OF TH PROPOsmON THT BENER'S STAR PAGINATION TO

WET' S NATIONAL REPORTE SYSTE DOES NOT INGE AN
COPYRGHT INT WET MAY HAVE IN TH ARGEM OF 

NATIONAL REPORTE SYSTE VOLUM

The United States submits this Memoradum to express its view that Bender s sta

pagination to West' s National Reprter System does not inrige any copyright interest West

may have in the argement of the National Reprter System volumes. We believe that the

Court wil be able to reach this conclusion without deciding disputed issues of fact and that

the conclusion wil pennit the Court to rule for Bender on the critica issue in the paries

motions for summar judgment. Ths Memoradum , however, was prear before the
paries served their motions and without access to those portons of the summar judgment

reord under protetive order.

INT OF TH UN STATE

The United States has a substati interest in the resolution of the issue discussed in this

Memoradum. It has numerous respnsibilties related to the proper admistrtion of the

intellectual propert laws and to advancement of the public interest. The stadas for

copyright protection emboy a balce struck between protectig private ownership of



expression as an incentive for cretivity and enablig the fre use of basic building blocks for

future cretivity. See Twentieth Century Music COW. v. Aien , 422 U. S. 151 , 156 (1975).

The United States therefore has an interest in properly maitag the "delicate

equilbrium Computer Associates International v. Alta. Inc. , 982 F.2d 693 696 (2d Cir.

1992), Congrss established thugh the copyright law.

The interest of the Unite States in ensurig the proper preservation of that balce also

reflects the fact that it has priar respnsibilty for enforcing the antitrst laws , which

establish a national policy favorig ecnomic competition as a meas to advance the public

interest. Morever, the United States is a substatia purchaser of legal resech materis of

the kid at issue in this case.

Finaly, the United States has rently taen actions relating to the issue discussed. On

June 19 , 1996 , the United States , together with seven states, fIed an antitrust suit

chalenging the acquisition of West Publishig Co. by The Thomson Corp. , together with a

proposed settlement of that suit. Par of that settlement reuirs Thomson to license to other

law publishers the right to sta pagiate to West' s National Reprter System. United States

v. The Thomson COIp. , No. 96-1415 (D. C. fIed June 19 , 1996), Prposed Final

Judgment, 61 Fed. Reg. 35250, 35254 (July 5 , 1996). In anouncing the settlement , the

S. Dearment of Justice stated:

Tody s settement , with its open licensing reuirment does not suggest. . . that
the Dearent believes a license is reuir for use of such pagiation. The
Dearment expressly reserves the right to assert its views concerng the extent
valdity, or signcace of any intellectu propert right claed by the companes
(West and Thomson). The Dearent also sad that the pares agr that the
settlement shal have no impact whatsoever on any adjudication concerng such
matters.

S. Det. of Justice, Prss Release No. 96-287 , at 3-4 , 1996 WL 337211 (DOJ) *2 (June

, 1996). Ths Memoradum asserts those views.



STATE

1. West Publishig Company ("West" ) publishes the well-known National Reprter

System , which includes case rerts of federa and state courts in the United States. In

parcula, it is " the only entity to publish decisions of the Unite States Courts of Apps
and United States District Courts in comprehensive bok form Matthew Bender &

Company v. West Publishig Co. , 1995 WL 702389 at *1 (S.

) ("

Bender I ), in the

famil Federa Reprtr and Federa Supplement series and other series. It also "publishes

the opinons of New York state courts id. , in severa series of volumes. West clas
copyright in these volumes.

Matthew Bender & Company ("Bender ), another publisher of varous legal materials

has prear for publication in Compact Disk-Read Only Memory (CD-ROM) format a work

(the "New York product") which includes , among other thigs , the text of opinons of the

United States Court of Apps for the Second Circuit, four United States district courts , and

varous New York state courts , al for a number of rent yeas. I Bender has inserted into
the text of some of the opinons appeg in its New York prouct -- those also published in

West' s volumes -- inormation about the places in West's volumes where the text may also

be found. Bender provides the West volume and page number where the beging of each

such case may be found; it also marks with West page numbers the places in its text where

page brea ocur in West' s publication of these opinons. In other words , Bender has sta-

pagiated to West' s volumes. Bender TI at *3 & n.

2. Bender sued West for a declatory judgment that "West does not possess a federa

statutory copyright in the pagiation in West' s federa rerters or West' s New York

Although West contends that a diferent Bender prouct, the "Texas prouct, " contas
textual additions " copied from West's volumes, Matthew Bender & Company v. West

Publishig Co. , 1996 WL 223917 at *7 (S.

) ("

Bender TI ), it makes no such clas
regarding the New York prouct.



rertrs " and that "Bender does not and wil not inrige any copyright of West's by its

currnt and intended copying of the pagiation from West' s federa rerters and West'

New York rerters. " Secnd Supplementa Complat 9. West moved to dismiss for lack

of an actual contrversy between the pares , and ths Court denied that motion on May 2

1996. The pares agr to serve each other with motions for summar judgment on August

, 1996.

West has contended that the pagiation of its volumes reflects the argement of cases

in those volumes , that the argement is protected by West' s copyright, and tht therefore

sta pagiation to West' s volumes inriges West' s copyrights. See Oasis Publishig

Co. V. West Publishig Co. , 924 F. Supp. 918 , 922 (D. Min. 1996) , app docketed , No.

96-2887 (8th Cir. July 19 , 1996). These contentions lie at the core of this case.

ARGUM

Bender s sta pagiation does not inrige West' s copyright interest in the argement

of cases withi the National Reprter System volumes. To rech that conclusion , this Court

nee not determine whether that argement rises to the level of origialty necssa for

copyright protection. Even supposing the necssa level of origialty in West'
argement , Bender does not inrige unless it copies that which is protected. And only a

discreited reding of copyright law suggests that Bender copied West' s argement of

cases.

I. The Copyrt On A Compilation Is Th, Prtecing Only Those Components
or The Work That Ar Orial To The Author And Only Again Copyin
or Those Components

The Supreme Court has made clea that copyright protection for compiltions lie West's

is thi , far ther than some courts had previously assumed. Even if the argement of



West' s volumes is protected by copyright , that protection extends no further than West's

origial contrbutions.

In Feist Publications. Inc. v. Rura Tele.hone Service Co. , 499 U. S. 340 (1990), which

concerned copying from a telephone ditory, the Court addrsse two fundaenta tensions

in copyright law. One is between the priciple that facts ar not protected by copyright and

the priciple that compiltions of facts generay ar protected. Id. at 344-45. The other is

between the meas of "assur(ing) authors the right to their origial expression" and the end

of "encourag(ing) others to build frely upon the ideas and inormation conveyed by a

work." Id. at 349-50. The Court resolved those two tensions by emphasizing that "the

copyright in a factual compilation is thi. " The facts themselves ar not protected beuse

they ar not the product of an act of authorship. Id. at 349.

The overrding priciple is that "copyright protection may extend only to those

components of a work that are origial to the author id. at 348 , where the concept of

originalty encompasses both indepndent cretion and "a modicum of cretivity. Id.

346. If the words expressing facts are original , they are protected; another author may copy

the facts , but not the precise words. Id. at 348. But if " the facts sp for themselves

protectible expression exists , if at al , only in " the maner in which the compiler has selected

and arged the facts " and then only the origial selection and argement ar proteted.

Id. at 349. Beuse such a copyright is thi , copying from the copyrighted work is not

A compilation is defmed as "a work formed by the collection and assemblig 
prexistig materis or of data that ar selected, cordiated , or arged in such a way that
the resulting work as a whole constitutes an origial work of authorship. " 17 U. C. 101.

The Copyright Act provides that" (t)he copyright in a compiltion. . . extends only to
the materi contrbuted by the author of such work , as distinguished from the prexisting
materi employed in the work, and does not imply any exclusive right in the prexistig
material. The copyright in such work is indepndent of, and does not afect or enlge the
scope, duration , ownership, or subsistence of, any copyright protection in the prexistig
materi. " 17 U. C. 103(b).



inrigement" so long as the competig work does not feature the sae selection and

argement." Ibid.

Ths holdig has ecnomic bite. The value of a factual compiltion may lie less in the

compiler s selection and argement of the facts tha in the industrousness reuir 
compile them , and the thiess of the copyright may permit others to approprite that value.

As the Court observed , whie , at fIrst blush , it "may sem unfai, ibid. , to permit that

appropriation

, "

(t)his result is neither unfai nor unfortnate. It is the meas by which

copyright advances the progrss of science and ar. tI Id. at 350.

Feist reudited a boy of case law that had use the so-caed " sweat-of-the-brow

theory to provide broad copyright protection for factual compiltions , thus protecting the

fruits of mere industrious collection. The Court spifcay rejected Len v. Pacifc

Tel hone & Telegraph Co. , 91 F.2d 484 (9th Cir. 1937), and Jeweler s Circular Publishig

Co. V. Keystone Publishig Co. , 281 F. 83 (2d Cir.

), 

cert. denied , 259 U. S. 581 (1922),

precisely beuse these cases "extended copyright protection in a compilation beyond

Copyright is not the only conceivable legal regie for protectig the fruits of
industrious collection. The Delegation of the United States of America rently proposed 
the World Intellectu Prpert Organtion an international trety that would provide to the
maker" of cert databases the exclusive right to extrct al or a substatia par of the

contents, without regar to copyrightabilty. World Intellectu Prpert Organtion
Prartory Committ of the Prpose Diplomatic Conference (Dmber 1966) on Cert
Copyright and Neighborig Rights Questions, Prposa of the Unite States of America on
Sui Generis Prtetion of Databases , CRNPMI7 (My 20, 1996). Legislation providing
such protection has ben intruce in Congrss. See R. 3531 , 100th Cong. , 2d Sess.
(1996). The Supreme Court long ago held that the common law of unfai competition or
misapproprition protected uncopyrighte news 

rerts. International News Service v.
Associated Prss , 248 U.S. 215 , 239-40 (1918), although the premption provision of the
Copyright Act , 17 U. C. 301 , may liit such protection to the case of systematic
appropriation of "hot" news Financial Inormation. Inc. V. Mooy s Investors Service. Inc.
808 F.2d 204 , 208-09 (2d Cir. 1986), cert. denied, 484 U. S. 820 (1987). Trade seret law
may also provide some protection in approprite circumstaces. See Kewanee Oil Co. v.
Bicron COW. , 416 U.S. 470 (1974).



selection and argement -- the compiler s origial contributions -- to the facts themselves.

499 U.S. at 352-53.

Feist also addrsse whether the alphabetica argement of a telephone bok involved

the "quantum of cretivity" necssa for coyright protection. 499 U. S. at 363-64. It

therefore sp to whether West' s argement of cases exhbits the necssa quatum 

cretivity to permit copyright protetion. But it is not necssa to resolve that question to

decide this case. It is enough that Feist makes clea that even if West' s argement is

protected by copyright, the protection resultig from that cretivity does not extend beyond

argement to protect other components of a work.

n. The Arangement of Bender s Compilation of Cas Is Not A Copy Of The
Arangement Of Wes' s Compilation Of Cases

No one seriously contends that Bender s CD-ROMs actualy "feature the sae . . .

argement Feist , 499 U. S. at 349 , of cases as West's National Rerter System , even in

the liited sense of putting one case before the other in a pattern identica, or even notably

similar, to the pattern found in West's volumes , let alone in a sense encompassing the

argement of text on pages withi each case. 6 Ths is tre whether "argement" refers to

Although the Court spifcay rejected a 1922 opinon of the Secnd Circuit, it also
noted that the Second Ciruit had since "fully reudiated the resonig of that decision.
499 U. S. at 360 citing Financial Information. Inc. v. Mooy s Investors Service. Inc. , 808

2d 204 , 207 (2d Cir. 1986), cert. denied , 484 U. S. 820 (1987); Financia Information. Inc.
v. Mooy s Investors Service. Inc. , 751 F.2d 501 510 (2d Cir. 1984) (Newman , J.

concurrg); and Hoehlg v. Universa City Studios. Inc. , 618 F. 2d 972 , 979 (2d Cir.
cert. denied , 449 U. S. 841 (1980).

6y that respt, ths case is unle Calan v. Myers , 128 U.S. 617 , 660-61 (1888),
where the inrigig volumes of case rerts substatiy duplicate the pagig of the
inriged volumes. Cf. Ban Law Publishig Co. v. Lawyer s Co-operative Publishig
Co. , 169 F. 386 (2d Cir. 1909) (implying sae orderig of cases but diferent pagiation;
sta pagination used in alegedy inrigig work; held , no inrigement), app dismissed
223 U.S. 738 (1911). We note that the Calahan Court , following the lower court, did nottrt duplication of the pagig as an indepndent basis for fInding inrigement, apparntly

(continued.. .



the physica orderig of electrnic bits of inormation on Bender s CD-ROMs , to the order in

which the Bender computer softar presents cases to the user, or to any other concet 

argement." Indee , it is had to se how there could be any such contention.

Courts routinely analyze whether an argement protecte by copyright has ben

impermssibly copied by lookig at the two work and compag the orderig of materi in

the accuse work with the orderig of materi in the alegedy inriged compiltion. See

u,, Lipton v. The Nature Co. , 71 F. 3d 464 , 470 , 472 (2d Cir. 1995) (platis
argement of terms of venery protetible; defendat's argement of 72 of these terms is

so strgly simil. . . as to prelude an inerence of indepndent cretion" when 24 of

flTt 25 terms ar listed in sae order, and in four other places four or more terms appe in

the sae order); Schier & Schmidt. Inc. v. Nordisco COW. , 969 F. 2d 410 , 414 (7th Cir.

1992) (offce supply cataog not inriged as compiltion when plaitif did not contend that

defendat copied "the order of proucts or other tyica features of a compiltion

); 

Key

Publications. Inc. v. Chiatown Tody Publishig EnteIprises. Inc. , 945 F.2d 509, 515 (2d

Cir. 1991) (no inrigement when argement of categories in business dirtory 

protectible , but facial examination reveas grt dissimilty between argement in

copyrighted directory and in alegedly inrigig dirtory); Worth v. Selchow & Righter

Co. , 827 F.2d 569, 573 (9th Cir. 1987) (alphabetica argement of factu entres in trivia

(.. . continued)
on the grund that argig and pagiatig the cases involved inconsiderable labor and was
not worthy of protection in and of itself. 128 U. S. at 662. The Eighth Ciruit has red
Ban as turng on the offcia status of the rerter whose works were coied. 

West
Publishig Co. V. Mead Data Centr. Inc. , 799 F.2d 1219, 1225 (8th Cir. 1986) ("Mead
cert. denied , 479 U. S. 1070 (1987). Tht redig ha ben strngly criticiz, id. at 1245-
47 (Oliver, J. , concurrg in par and dissentig in pa); L. Ray Pattrsn & Crag Joyce
Monopoliing the Law: The Scope of Copyright Prtection for Law Re.rts and Statutory
Compilations , 36 UCLA L. Rev. 719, 7409 (1989), and a post Ba case in the Secnd
Ciruit casts doubt on the Eighth Ciruit' s redig, Eggers V. Sun Sales COW. , 263 F. 373
375 (2d Cir. 1920) (copying from platis publication of uncopyrightable offcia rert
suggested by identity of pagiation in defendat' s publication

, "

but legaly tht is not of
suffcient importce to constitute inrigement of copyright " citig Ban) , but our
argument does not turn on the corrt redig of 



encyclope not copied when trvia game organs factu entres by subject matter and by

radom argement on game cad).

Inrigement does not reuir exact identity of argement, but only substati

similarty between the protectible components of the copyrighte work and the corrspnding

components of the alegedly inrigig work. Key Publications , 945 F.2d at 514.

Nevertheless , a comparson may show some simty of argement without suggestig

copying. Some similty of argement may result not from copying, but instead from

common inuences. Thus , for exaple, if Bender arges cases in strct chronologica

order, whie West's argement relies in par on chrnology, there wil be some similty

of argement. But that level of similty does not "prelude an inerence of indepndent

cretion Lipton , 71 F. 3d at 472 , by Bender of its argement of cases , or even suggest

that Bender has copied West' s argement of cases , for it would suggest only the common

inuence of chronology.

A comparson of Bender s New York product and West' s volumes in this case should be

enough to decide the question of inrigement of argement in Bender s favor. Our

examination of Bender s prouct did not leave us confdent that we understoo the physica

argement of the cases on the CD-ROM itself, unobservable by the naked eye. However

the computer progra that alows the user to sech for and red these cases did not present

them to us in an order that closely matched the West orderig of cases. Thus , the Bender

table of contents" for the decisions of the United States Court of Apps for the Secnd

Circuit app to present al those decisions in strct chrnologica order (with the order of

cases decided the sae day following no priciple we could discern). West ca harly tell

the Court that it simply arges cases chrnologicay. West has only rently explaed 

another federa district court its extensive deparres from a chrnologica order, thus

persuading that court that the argement is suffciently cretive to merit copyright



protection. See Oasis , 924 F. Supp. at 924. Some cases also in West's volumes app
in the Bender table of contents in the sae order as they app in West's volumes (although

generay searted by other cases in the Bender table of contents), whie others app 
an order that diere from West's. The Bender and West argements ar clealy dierent.

Nothig suggests that Bender s argement is a copy of West's argement.

Bender s Star Pagiation May Deribe, But It Do Not Copy, Wes'
Arngement or Cases

West relies on West Publishig Co. V. Mead Data Centra. Inc. , 799 F.2d 1219 (8th

Cir. 1986) ("Mead

), 

cert. denied , 479 U. S. 1070 (1987), in order to argue that sta

pagination impermissibly copies West' s argements despite clealy diferig argement 

the alegedly inriging work. In Mead , a divided panel of the Eighth Circuit, rulig before

Feist , concluded that a product that sta pagiated to West's volumes impermissibly copied

West's argement of cases. In effect Mead holds that sta pagiation , without more, is

suffcient copying of the argement to inrige. S West had aleged that "the LES Sta

Pagination Feature is an appropriation of West's comprehensive argement of case rerts
in violation of the Copyright Act of 1976. " 799 F.2d at 1222. The district court grted a

preliinar injunction and the Eighth Ciruit afmned.

Mead rests on the discreited " sweat-of-the-brow " theory of compiltion copyright and

caot be reonciled with Feist. As we show below , to follow the Mead analysis is to

As explaed in Oasis , 924 F. Supp. at 924 , West's argement of Florida cases in the
Southern Reprtr in genera fIrst seartes cas by court level , then places the "fully
headnoted opinons and jacketed memorada" (arged chrnologicay), before " sheet
memorada " which in turn pree "table dispsitions" (arged alphabeticay); West also
makes excetions to these genera priciples. Purely chrnologica orderig for a single
court level would not searte by ty of dispsition, would not arge some dispsitions
alphabeticay, and would not make excetions.

In the rent Oasis decision , the distrct court in Minesota followed the court of
appes for its circuit. 924 F. Supp. at 925-26.



eviscerate Feist , with substati, and undesirble, conseuences for the progrss of science

and ar in the modern technologica era. Ths Circuit has not followed Mead , and this Court

should not do so now.

The Mead distrct court regn that the argement of cas in the Lexis database

difere signcatly from the West argement. Face with the argument tht the Lexis

sta pagiation wil not inrige West's argement beuse its radom generated

argement is entirly diferent from West's argement. 

. .

(and) sta pagiation wil not

brig the argements closer together

, " 

West Publishig Co. v. Mead Data Centra. Inc.

616 F. Supp. 1571 1579-80 (D. Mi. 1985), afd , 799 F. 2d 1219 (8th Cir. 1986), cert.

denied , 479 U. S. 1070 (1987), the district court held that "for inrigement purpses , (Mead)

nee not physicay arge it' rsicl opinons withi its computer ban in order to rerouce
West's protected argements. " 616 F. Supp. at 1580. That is , it did not matter that

Mead' s work did not " feature the sae . . . argement, Feist, 499 U. S. at 349, as

West' s. As support for this pre-Feist holding, the court relied (616 F. Supp. at 1580) on

Rad McNaly & Co. v. Fleet Management Systems. Inc. , 60 F. Supp. 933 , 941 (N.D. Ill.

1984): "' (D)atabases ar simply automated compilations -- collections of inormation capable

of being retrieved in varous forms by an appropriate sech progr(.) . . . (It is often

senseless to seek in them a spifc fIxed argement of data. ' "9

9Jd McNaly quoted those words from Prfessor Denicola. Rad McNaly also
supprted its denigrtion of argement as the basis of protetion for factu compiltion by
citig National Business Lists v. Dun & Bradstret. Inc. , 552 F. Supp. 89 (N.D. il. 1982),
which expresses the view that beuse computers stre inormation "without
argement. . . (,) an emphasis upon argement and form in compiltion protetion
bemes even more meagless than in the past. " 552 F. Supp. at 97.

If it were tre that data in an electrnic database necssay lacked argement , it
would sem to follow that an electrnic database simply could not inrige the copyright-
protected interest in the argement of a compiltion. Under Feist, the impossibilty of
copying the argement does not alow one to prove inrigement without prof of copying.
We doubt that it is tre, however, since data lackig any argement at al would 
dicult to use.



Rad McNaly , however, rests entily on the theory Feist rejected: "the basis for

compilation protection is the protetion of the compiler s efforts in collecting the data. " 60
F. Supp. at 941. Whie the Feist Court thought selection and argement were the only

protetible elements in the tyica factu compiltion , the Rad McNaly court saw litte

signcace to argement, relying on Prfessor Denicola: n'The cretivity or effort that

engages the machiery of coyright, the effort tht elicits judicia concern with unjust

enrchment and disincentive, lies not in the argig, but in the compilg. . .. The

argement formulation. . . is dagerously liited. At face value the rationale indicates

that the entire substace of a compilation ca be pirted as 10ng as the argement of data is

not substatialy copied
'11 60 F. Supp. at 941 (emphasis added) (quoting Robert C.

Denicola Copyright in Collections of Facts: A Theory for the Prtection of Nonfction

Litera Works , 81 Colum. L. Rev. 516 , 528 (1981)). However liited , the "argement"

formulation is the Supreme Court' s. Speifcay referrg to the very sae arcle 

Professor Denicola , the Feist Court wrote

, "

(e)ven those scholars who believe that

industrious collection ' should be rewarded seem to recogni that this is beyond the scope of

existing copyright law. " 499 U. S. at 360.

Nevertheless regning that West' s case rested on the copying of the argement of

cases , the Mead district court found , without further explaation

, "

that (Mead) wil

rerouce West' s copyrighted argement by systematicay insertg the pagiation 

West' s rerters into the LES database. LES users wil have full computer accss to

West' s copyrighte argement. " 616 F. Supp. at 1580. One must look elsewhere for the

resons why the fact that Mead systematicay inserted the pagiation meas that Mead

rerouce West's argement.

On app, the Eighth Ciruit, which never questioned the distrct court's regntion

that the Lexis argement of cases diferent signcatly from the West argement



attempted to expla how Lexis could coy West's argement whie not argig its cases

as West did. The court began by assertg that Mead' s proposed sta pagition would

inrige Wes.'s copyright in the argement beuse, in combintion with another feature of

Lexis , it would permit Lexis users "to view the argement of cas in every volume of

West's National Rerter System " 799 F.2d at 1227 , even if users were not liely to do

SO.
IO But the court added that it would 

fid inrigement even absent ths caabilty. It 
enough , the Court explaed, that sta pagition communicates to users "the loction in

West's argement of spifc portons of text " with the result that" consumers would no

longer nee to purchase West' rertrs to get every aspt of West's argement. Since

knowledge of the loction of opinons and pars of opinons withi West's argement is 

lage par of the reson one would purchase West's volumes , the LES sta pagination
feature would adversely afect West's market position. Id. at 1228.

Missing in the court' s analysis is any explaation of how communicatig loction -- that

, describing West's argement -- amounts to copying West's argement. The court

leapt diectly from the fact of the communication to the ecnomic conseuence of that

communication. Thus the vice of unauthori sta pagiation , in the Eighth Circuit' s eyes

is made clea. The vice is not that origial expression is copied; rather, it is that

unauthori sta pagination permits unfai appropriation of the fruits of industrious

collection. 

IOUnder approprite circumstaces , users ' actions might lead to vicaous libilty for
inrigement. But vicaous libilty must rest either on the aleged vicaous inriger s right
to contrl the conduct of the individua who actuy perfo'rs the inrigement Sony COW.
v. Univers City Studios. Inc. , 464 U. S. 417 , 437 (1984), or on an absence of substati
nonirigig uses id. at 442. Neither reuisite has ben , or could be , established with
respt to either Lexis or the Bender CD-ROMs.

Mead s protection of industrious collection is underscore by the court' s respnse to
the arment that sta pagiation does not inrige beuse citations to West page numbers
ar merely statements of fact. In rejectig the argument , the Court sad, "The names

(contiued. . .



Feist , however, makes clea that, as a matter of copyright law , this approprition is not

unfai, and that this test is not the proper test of inrigement. See page 6 supra. Assuming

the copying of proteted argement, the resultig impact on West' s market position would

properly be considere in addrssing a fai use defense to inrigement. See 17 U. S. C.

107(4) (fai use analysis to consider " the effect of the use upon the potenti market for 

value of the copyrighted work" ). But under Feist it plays no role in a determation of

whether protected argement has ben copied.

There remais the fact that sta pagiation communicates to users "the loction in West'

argement of spifc portons of text." 799 F.2d at 1228. A compilation copyright

however, protects origial components of the compilation agaist copying; it does not protect

even original components agaist description. Many ways of describing West's volumes and

their content other than sta pagination would also communicate such inormation.

Essentialy any index , any topical or other table of contents , any concordace , or any other

fmding aid would do SO. 13 But surely that does not mea that al such fmding aids would

(.. . continued)
addresses , and phone numbers in a telephone dirtory ar ' facts ; though isolated use of
these facts is not copyright inrigement , copying each and every listing is an inrigement, "
799 F.2d at 1228 , citing Hutchison Tele.hone Co. v. Fronteer Dirtory Co. , 770 F.2d 128
(8th Cir. 1985). Hutchison adopts preisely the view of copyright rejected in Feist; it even
relies on Len and Jeweler s Circular, 770 F. 2d at 130- , two cases spifcay rejected in
Feist. See page 6 supra

12f its inrigement analysis , the Eighth Circuit quote the Senate Rert on the
Copyright Act of 1976 , as quoted in Hatr & Row Publishers. Inc. V. Nation Entewrises
471 U. S. 539, 568 (1985): ''' (A) use tht supplants any par of the normal maret for a
copyrighted work would ordinary be considere an inrigement. "I 799 F.2d at 1228.
Hatr & Row , however, involved admittedly verbatim copying of proteted expression , 471

S. at 548-49, and the issue was fai use.

We re, of cours, that the ecnomic signcace of these fmdig aids diers
substatiy from the ecnomic signcace of sta pagiation of a collection of case rerts.
The pure fmding aids no doubt do not reuce market demand for West' s proucts. But as
we have just observed, such marketplace factors go to fai use , not whether there is copying.



West's argement , even though they might be sad to describe that argement. An

index is only an index , not a copy of the bok it indexes. 14

Sta pagiation thus does not copy West's argement. To fmd inrigement despite the

absence of copying of origial expression , and thus to protect its compiltion from a

competitor s description , West must rely on some other priciple. The alternative priciple

on which West would rely, however, caot be renciled with Feist and if adopted would

eviscerate Feist Feist s thi copyright leaves facts unprotecte whie protetig only

cretive selection and argement. West's priciple, in contrast, effectively protets facts.

It has substatial implications for circumstaces far beyond those of this case.

In essence , West' s priciple is this: Where the argement of a factual compiltion is

protected by copyright even though the facts ar not, it is inrigement for another to publish

the facts if those facts include suffcient inormation to permit the protected argement to

be rereated , even though the alegedly inrigig publication does not itself rerete the

protected argement. Indee , if the orderig of the fIrst compiltion were based on the

facts in that compilation , under West's priciple it would seem to be inrigement to obta
those facts from another source and publish them in an origial order. IS To escape a clai

Few cases address inrigement by indexig. In New York Times Co. v. Roxbury
Data Interface. Inc. , 434 F. Supp. 217 (D. J. 1977), the distrct court denied a preliinar
injunction agaist publication of a persnal name index to the New York Times Index.
Although the court determined the lielioo of success in light of fai use factors, it noted
that the "personal name index diers substatiy from the Times Index, in form
argement and function id. at 226 (emphasis added), even though it communicate the
loctions in the Times Index at which parcula persnal names could be found. The court
grted with increulity the platis arment "that a coPyrighte work caot be indexed
without permission of the holders of the coyright to the ongial work." Id. at 224-25. See
also Kiplig v. G.P. Putnam s Sons, 120 F. 631 , 635 (2d Cir. 1903) (defendats "were at
libert to make and publish an index" of coyrighte materi).

Some compiltions ar arged in orders not base on the data found in the
compilation. In Lipton , for exaple, the compiltion was arged accrding to the
compiler s esthetic judgments. 71 F.3d at 470. The copyright on a volume of Shakesp

(continued. . .



that it copied the fIrst compiltion s argement , the send compilation would have to leave

out facts found in the fIrst compiltion.

A hypthetica exaple may cla the implications of West' s priciple. Suppse a fIrm

obtas from the 1990 Census of the United States data concerng every county in the

United States and publishes a compiltion of those data, listig the counties in descending

order of one of the included data elements , the proporton of the population consistig of

males of ages 18 through 40. Suppse further that this argement , which may meet the

Feist test of origialty and which may interest those marketig proucts to adult males , is

protected by the fIrm s copyright on the compilation. Under Feist , another fmn may copy

al the data from the fIrst fmn s compilation , whie arging its compilation alphabeticaly

by state and county. It may do so beuse even though the argement of the fIrst

compilation is protected by copyright, the data themselves ar not, and the send
compilation does not " feature the sae . . . argement Feist , 499 U. S. at 349 , as the

fIrst. But the second compilation contas al the inormation a user nees to rereate the

argement of the fIrst, and so under West's priciple, cretion of the second compilation

(.. . continued)
sonnets , al in the public domai , arged in order of the editor s judgment of esthetic merit
would , we assume , protect that origial argement. Another edtor could , without
inrigig the copyright , copy the sonnets from that volume and publish them in a diferent
argement. But as we understad West' s priciple, it would be inrigement were the
editor of the send volume to include an appndi tellg the reder the order in which the
sonnets app in the fIrst volume.

Even under Feist, there may be inrigement if a cretive selection of facts is copied.
We do not understad the sta pagiation question here to rase an issue of protected
selection , so we simpli the analysis by abstracting from issues of selection.



would inrige the copyright on the fIrst. West's priciple therefore protets the facts

themselves in many cirumstaces where Feist would leave them unprotected.

Ths case , lie Mead before it, arse priary beuse new tehnologies , new meas of

managig inormation bee avaible, a freuent event in the inormation age. We have

sen , in on-lie computer sechable databas and in CD-ROM proucts , new ways of

workig with the raw materis of legal reseh 

-- 

ca rerts, statutes , and other materis

that once ap only in prit form. Neither we nor this Court ca preict what new

technologica developments wil next yea or in the next decde further revolutionie the

practice of law and make the substace of law more redily avaiable to al. By makg clea

the liited scope of copyright protection for factual compiltions Feist clea the way for

these cretive developments. It should be followed here.

To avoid inrigig under West' s priciple, the publisher of the send compiltion
would have to omit the data concerng the proporton of the population consistig of males
of ages 18 thrugh 40, even though Feist would alow copying those data. And there would
be no inrigement even under West' s priciple if the fIrst compiltion arged the counties
in order of the fIrst publisher s assessment of the mora worthiess of the county'
population , and the send publisher liste the counties in a dierent order.



CONCLUSION

Sta pagination to West' s volumes does not in itself inrige any copyright interest West

may have. The Court should therefore rule for Bender.

Resptflly submitted.
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